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Period for" Rew' UNG ^ ° fthis communication appears on the cover sheet with the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION " MONTH(S) 

' .nnoe V e„ t , h owe V e, mayareplyb e, im e ly n,e d 

Status 

1)13 Responsive to communication(s) filed on 13 November 9003 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D appli <r ation is in condition f °r allowance except for formal matters, prosecution as to the merits is 
closed in accordance wrth the practice under Ex parte Quayle, 1 935 CD. 11 453 O G 21 3 

Disposition of Claims 

4) E] Claim(s) 39-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |§] Claim(s) 39-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

1 0)D The drawing® filed on is/are: a)D accepted or b)D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
^ _ Re P ,acement dra wing sheet(s) including the correction is required if the drawing) is objected to. See 37 CFR 1 121(d) 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152 
Priority under 35 U.S.C. §§ 119 and 120 

^oTZ^XTh^T ,orforeisn prioffly under35 usc § m<a >-< d > - 

1 .□ Certified copies of the priority documents have been received 

2.LJ Certified copies of the priority documents have been received in Application No 

/ Ce ? e . d C ° PieS ° f the pri0rity docu ^ents have been received in thisl^iional Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) "<*ionai stage 

nun the , a ? aChed detailed ° ffice action for a list of the certified copies not received 

1 3) U Acknowledgment ,s made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional aoolicatiom 

37 CFrT's 06 indUded " T,fSt S6ntenCe ° f the SpedfiCati0n 0r ' n an 

a) □ The translation of the foreign language provisional application has been received 

14) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a soecifir 

reference was mcluded in the first sentence of the specification or in an AppHcation Data Sheet .37 ' cVTl. 78 

Attachment(s) 

Notice of References Cited fPTO-892^ ^ n . . - ~ 

2) □ Notice of Draftsperson's Pa en. Draw ng Review (PTO-948) 5 H N f^J^^ P ^ No ^ • 

-i\ rvl i„, „. . ™isnBYiew(nuswe) 5) LJ Notice of Informa Patent Application (PTO-1 s?i 

3) W Information Disclosure Statement(s) (PTO-1449) Paper No(s) "ity^ 6) □ Other. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 

mIpo 0 ^ 5? *f , PQ2d 2010 (Fed Cir 1993 > : ln re Lo "9>< 759 F.2d 887 225 " 
UbPU 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937 214 USPQ 761 (CCPA 

1S?!£ ?X i£? 619 (CCPA 19 ~ 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b) y 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 

37 CFR 3 73(b) mer ' A tefminal diSdaimGr Sl ' gned by the assi 9 nee must full V c °mply with 

Claims 39-49 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-29 of U.S. Patent No. 
6,563,581 . Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both teach a frame assembly configured to position 
samples (e.g. see patented claim 1 1 that has been read on the claimed frame assembly 
) and the claimed lens assembly has been read on the patented a "plurality of lenses". 

Claim Rejections - 35 (JSC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 39-40 and 44-49 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Woudenberg et al.('674 and '907). 

See the appropriate paragraph of the previous Office action. 

Claim Rejections - 35 USC § 103 
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The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 41-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Woudenberg et al.('674 and '907) . 

See the appropriate paragraph of the previous Office action. 
Response to Arguments 
Applicant's arguments filed 1 1/13/03 have been fully considered but they are not 
persuasive. 

Applicants traverse the obviousness-type double patenting rejection on the basis 
that the patent does not teach the claimed features of a "frame assembly ... .that a 
substrate may be positioned ..." and a "lens assembly The Office maintains the 
patent teach in claim 1 1 movement of a tray holding the samples which has been read 
on the pending "frame assembly" and a plurality of lenses that has been read on the 
pending "lens assembly". Applicants further state the Office has failed to apply the 
required factual inquiries for the obviousness-type double patenting rejection. The 
Office maintains the rejection is proper and has been properly set forth. 

Applicants traverse the application Woudenberg et al. stating the taught heating 
element(20) cannot be read on the claimed "frame assembly ...". The Office maintains 
heating element(20) meets all of the claimed limitations of positioning the sample under 
the detection unit. 

Applicants' remarks to Porrazzo et al. were convincing and this rejection has 
been vacated because the claimed "plurality of lenses" is not taught. 
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Applicants request the Office to more specifically point out where the limitations 
of claim 40-42,44 and 46 are taught by Woudenberg et al. Woudenberg et al. teaches 
in figure 2 port(35) that has been read on claim 40, the Office maintains the 35 USC 103 
rejection of claims 41-43 that supporting the lens by a flexible biasing member would 
have been within the skill of the art because the lens in most optical equipment are 
supported to maintain the predetermined precise spacing and figure 1 teaches sealing 
element(16) on the bottom surface that also read on the raised surface of claim 46. 

Applicants traverse the 35 USC 103 rejection on the basis the claims are 
patentable. The Office maintains all of the rejections of record are proper. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0651. 




Lyle A Alexander 
Primary Examiner 
Art Unit 1743 



